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OPINION
TALLMAN, Circuit Judge:

Happy contractual relationships are all alike; but every
unhappy contractua relationship is unhappy in its own way.1

In this case, a United States health care consulting com-

pany, Humetrix, Inc. ("Humetrix"), contracted with the

world's leading manufacturer of Smart Card technology,
Gemplus S.C.A. ("Gemplus'), to provide portable patient data
storage solutions to the United States health care market.2 By
all indications, Gemplus and Humetrix were poised on the
threshold of a promising business opportunity. Humetrix
labored industriously to capitalize on this opportunity, raising
finances, increasing its sales staff, and developing a client
base in the United States.

Unbeknownst to Humetrix, however, two events occurred
within Gemplus that threatened the vitality of their partner-
ship. First, Guy Guistini, a Gemplus senior manager and the
progenitor of the French health care Smart Card program,
learned that Humetrix had registered the trademark™V acci-

1 See Leo Tolstoy, AnnaKarenina 1 (C. Garnett trans. 1933).

2 A Smart Card is acredit card-sized microprocessor that stores data
files. With the proper hardware, the data files can be downloaded, viewed,
updated, and restored. Smart Cards also contain security protocols that
protect the confidentiality of the data stored on them. Theinitial health
care application envisioned by Humetrix and Gemplus permitted a card-
holder to maintain his or her current immunization records in this comput-
erized credit card storage medium.
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card" in the United States. Guistini was a 45% shareholder in
Inovaction SA.R.L. ("Inovaction™), a French company that
held the French trademarks "V accicarte" and"Vaccicard.”
Second, Gemplus acquired a new U.S. subsidiary that could
perform many of the functions that Humetrix was to have per-
formed as Gemplus's American partner.

As aresult of these events, Gemplus's cooperative efforts
with Humetrix came to a grinding halt. For more than a
month, Gemplus ignored Humetrix's increasingly urgent
entreaties to honor the parties agreements. Finally, Gemplus
explained that, contrary to its prior representations, it viewed
Humetrix not asits partner, but merely as areseller. Humetrix
had already invested significant time and resources in market
research, client development, and product devel opment, and
had closed contracts with two California counties.

Humetrix sued Gemplus for breach of contract and breach

of itsfiduciary duty as Humetrix's partner. Humetrix also
sued Guigtini for intentional interference with contractual
relations and Inovaction seeking a declaration that Humetrix
was entitled to use the "Vaccicard" trademark in the United
States. The jury awarded Humetrix $15 million in damages
for breach of contract and breach of fiduciary duty. The jury
also declared that Humetrix was entitled to use the trademark
"Vaccicard" in the U.S. market.

Gemplus argues on appeal that the district court erred by:

(2) alowing the jury to consider evidence of two oral agree-
ments between the parties; (2) allowing the jury to consider
evidence of lost profit damages despite Humetrix's use of
equitable estoppel to overcome the statute of frauds; (3)
allowing the jury to consider the testimony of Humetrix's
experts regarding lost profits; (4) excluding evidence of
Humetrix's attempts to contract with a replacement supplier
of Smart Cards; and (5) entering judgment on ajury verdict
that resulted from passion, confusion, or wild speculation.
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Inovaction argues on appeal that the district court erred by:
(2) holding that Humetrix's trademark application comported
with the Lanham Act; and (2) entering judgment based on the
jury's determination that Humetrix's trademark application
was valid and prior to Inovaction's when there was insuffi-
cient evidence to support that determination.

We have jurisdiction under 28 U.S.C. § 1291, and we
affirm.

In 1994, Gemplus's Health Applications Sales Manager,

Dr. Bruno Lassus, spoke at amedical conference about health
care applications of Smart Card technology. Humetrix's
founder, president, and sole shareholder, Dr. Bettina Exper-
ton, was among those in attendance. She approached Dr. Las-
sus after his presentation, and the two struck up a
conversation about opportunitiesin the United States for
Smart Card technology. Gemplus had no presence to speak of
in the United States, and Dr. Lassus was impressed and
enticed by Dr. Experton's suggestions.

Humetrix and Gemplus began negotiations that spanned

much of the next year. Dr. Experton visited Gemplus's head-
quarters in France on three occasions. Drs. Experton and Las-
susinitially envisioned Humetrix only asa U.S. reseller of
Gemplus's Smart Card products because Gemplus aready
had a U.S. subsidiary, Gemplus Card International Corp.
("Gemplus USA™). At Dr. Lassuss request, Humetrix negoti-
ated an Agency Agreement with Gemplus USA.

Dr. Lassus became increasingly impressed, however, with
the opportunities available in the United States and with
Humetrix's ingenuity and resourcefulness in exploiting those
opportunities. As Humetrix earned a more prominent rolein
Gemplusss efforts to penetrate the U.S. health care market,
Drs. Lassus and Experton discussed a new role for Humetrix,
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arole as Gemplus's partner. The negotiations proceeded, in
the words of Dr. Lassus, "discreetly so as not to hurt Gemplus
[USA]."

In April 1995, Dr. Lassus visited Gemplus USA and was
disappointed to discover that Gemplus USA had not orga-
nized any meetings with U.S. health care companies. By con-
trast, Dr. Lassus reported that during a subsequent visit with
Humetrix, Dr. Experton secured meetings with a number of
important decision-makersin the U.S. health care industry.
Dr. Lassus concluded that Humetrix was uniquely qualified to
engineer Gemplus's successful entrance into the U.S. market.
He observed, by contrast, that "neither GemplugUSA] nor
our competitors know how to tackle the U.S. health care mar-
ket." Dr. Lassus continued to fed that "[t]he U.S. represents
an extraordinary market for our technology in the health care
and social services area."

By May, Gemplus and Humetrix were engaged in what Dr.

L assus described as a " pure partnership/collaboration.” As Dr.
Experton wrote shortly thereafter to a potential investor,
Humetrix had "aready generated firm orders and more inter-
est than [Humetrix's] development and sales forces [welre
ableto handle." Dr. Lassus directed Dr. Experton to draft an
agreement between Humetrix and Gemplus reflecting their
"partnership” and a new compensation scheme pursuant to
which, in addition to the commission provided by the Agency
Agreement with Gemplus USA, Humetrix was to keep the full
margin of each unit sold in the United States. Humetrix
drafted such an agreement, entitled the Representative Agree-
ment, and sent it to Gemplus to be signed.

Dr. Lassus also encouraged Dr. Experton to develop a

name for the vaccination Smart Card they intended to offer on
the U.S. market and to obtain legal protection for that name.
After researching market reaction to several names, Dr.
Experton settled on "Vaccicard." Humetrix applied to register
the trademark "Vaccicard" on June 14, 1995.
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In July and August 1995, even as Humetrix closed con-

tracts with two California counties and expanded its sales and
development resources to meet the burgeoning supply of U.S.
health care clients, its partnership with Gemplus suffered two
Setbacks.

First, Guy Guistini learned that Humetrix had registered the
trademark "Vaccicard” for usein the United States. Guistini
was the progenitor of the French Smart Card application that
stored vaccination records. In addition to being the"personal
adviser" to Gemplus's president, he held 45% of the shares of
Inovaction, the French company that registered the trade-
marks "Vaccicarte" and "Vaccicard" in France. Guistini
insisted that Inovaction hold the American trademark as well.
He ordered Dr. Experton to withdraw Humetrix's trademark
application and to stop using the Vaccicard trademark. When
Dr. Experton did not accede to his demands, Guistini resorted
to threats and intimidation. Inovaction filed its own American
trademark application on July 19, 1995, more than a month
after Humetrix's application.

Second, Gemplus acquired anew U.S. subsidiary. At Dr.
Lassuss direction, Gemplus USA refrained from mentioning
the acquisition to Dr. Experton.

As August drew to aclose, Dr. Experton again visited
France. Dr. Lassus and Gemplus's president assured her that
Gemplus would execute the Representative Agreement at a
meeting during her visit. Gemplus first rescheduled, then can-
celed, the meeting, however, and Dr. Experton returned to the
United States without an executed Representative Agreement
in hand.

After Dr. Experton returned to the United States, Gem-

plus's communication and cooperation stopped abruptly. In
the ensuing six weeks, Humetrix tried in vain to communicate
with Gemplus. Asthe deadline for performance of Humetrix's
contracts with its U.S. purchasers neared, Gemplus ignored
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Humetrix's entreaties to cooperate or, at the very least, com-
municate. Humetrix sent increasingly desperate memoranda
to Gemplus portending increasingly dire consequences if
Gemplus and Humetrix did not re-establish contact and
deliver aproduct to their customers in the United States. In
late September, Dr. Experton sent Dr. Lassus a four-page let-
ter, imploring Gemplus to cooperate with Humetrix in meet-
ing customer demands.

Finally, by telephoning Gemplus's office and pretending to

be someone else, Dr. Experton succeeded in reaching Dr. Las-
sus on October 3. Their conversation, as chronicled by Dr.
Experton's |etter of the following day, was a frustrating pro-
cession of dissembling explanations and hollow reassurances.
On October 16, Gemplus's president wrote Dr. Experton that
the Agency Agreement between Humetrix and Gemplus USA
was the only agreement between them, that Humetrix was
"not entitled to hold the trademark Vaccicard in the USA
since Gemplus aready holds aworldwide license to this prod-
uct,” and that Humetrix bore no ownership interest in the
Vaccicard software to be marketed in the United States. The
letter closed with the rebuke: "It does not seem to me appro-
priate to maintain hostility with my personal adviser Guy
Guistini who originated the Vaccicarte project and who has
all of my confidence in this sphere asin other spheres within
his competence." A draft of the letter produced during discov-
ery reveaed that Guistini himself had dictated the letter for
the president's signature. Without Gemplus's cooperation,
Humetrix was forced to cancel its contracts with customersin
the United States.

In February 1996, Humetrix sued Gemplus, Inovaction, and
Guistini. Because Gemplus never executed the Representative
Agreement, Humetrix made no claims for breach of its terms.
Instead, Humetrix alleged that the discussions between
Humetrix and Gemplus culminated in the formation of two
oral contracts, the Sales Agreement and the Partnership
Agreement, and that Gemplus breached them both. Humetrix
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attributed Gemplus's breach, in part, to the interference of
Guistini, for which Humetrix sought compensatory and puni-
tive damages. Finally, Humetrix sought a declaration that it
had properly registered the trademark "Vaccicard " in the
United States.

Gemplus countered that the Agency Agreement constituted

the sole agreement between Humetrix and Gemplus or its sub-
sidiaries and moved to compel arbitration in accordance with
the Agency Agreement's mandatory arbitration clause. The
district court denied Gemplus's motion. On interlocutory
appeal, we affirmed on the grounds that " Gemplus was not a
party to the Agency Agreement that contained the arbitration
provision,” only Gemplus USA and Humetrix were parties to
the Agency Agreement, and that "Humetrix enjoyed a distinct
and separate contractual relationship with parent company
Gemplus." Humetrix, Inc. v. Gemplus, SC.A. , No. 97-55080,
1997 WL 683301, at *1, *3 (9th Cir. Oct. 23, 1997) (unpub-
lished disposition; see 9th Cir. R. 36-3).

Humetrix's claims against Gemplus, Guistini and Inovac-
tion were tried before ajury. The jury found that Humetrix
and Gemplus entered into the Sales Agreement and the Part-
nership Agreement. The jury further found that:

1. Gemplus breached the Sales Agreement, damag-
ing Humetrix in the amount of $5 million;

2. Gemplus breached the Partnership Agreement,
damaging Humetrix in the amount of $10 mil-
lion;

3. Guistini intentionally interfered with Humetrix's
contractual relations, damaging Humetrix in the
amount of $1.2 million;

4. Guistini's conduct warranted an award of puni-
tive damages to Humetrix in the amount of $1.3
million; and,
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5. Humetrix was the proper legal owner of the
Vaccicard trademark in the United States.

Gemplus and Inovaction appeal.3
1
A

Gemplus argues that Gemplus USA entered the Agency
Agreement as Gemplus's agent; that Gemplus istherefore a
party to the Agency Agreement; that Agency Agreement's
integration clause bars al evidence of the two oral agree-
ments; and that the district court therefore erred by allowing
the jury to consider such evidence. Gemplus advanced this
argument before usin its prior interlocutory appeal of the dis-
trict court's order denying its motion to compel arbitration.
We ruled that the mandatory arbitration clause did not apply
because "Gemplus was not a party to the Agency Agreement
. ... Humetrix enjoyed a distinct and separate contractual
relationship with . . . Gemplus." Humetrix, Inc. v. Gemplus,
S.C.A., supra. We are precluded by the law of the case doc-
trine from revisiting thisissue. See United States v. Lummi
Indian Tribe, 235 F.3d 443, 452 (9th Cir. 2000).

Gemplus correctly points out that the law of the case doc-
trine applies only if "the issue in question[was] "decided
explicitly or by necessary implication in [the ] previous dispo-
sition." Id. (quoting Liberty Mut. Ins. Co. v. EEOC, 691 F.2d
438, 441 (9th Cir. 1982)). Gemplus argues that our prior panel
cannot have decided the issue on the merits because discovery
had not yet occurred and the panel had before it only
Humetrix's Complaint and the Agency Agreement. The

Agency Agreement contains an integration clause, however,
that permits interpretation without reference to evidence out-

3 Thedistrict court vacated the punitive damages award against Guistini,
and Humetrix and Guistini subsequently settled.
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sideitsfour corners. The prior panel thus had everything it
needed to determine on the merits that Gemplus was not a
party to the Agency Agreement. Its decision isthe law of the
case.

Even if the law of the case doctrine did not preclude us

from addressing Gemplus's argument, the judicial estoppel
doctrine would preclude us from accepting it. Judicial estop-
pel, also known as "preclusion of inconsistent positions,” pro-
hibits a litigant from asserting inconsistent positions in the
same litigation. Yniguez v. Arizona, 939 F.2d 727, 738 (9th
Cir. 1991), vacated on other grounds sub nom. Arizonans for
Official English v. Arizona, 520 U.S. 43 (1997). The doctrine
is"commonly applied to bar a party from making a factual
assertion in alegal proceeding which directly contradicts an
earlier assertion made in the same proceeding . . . ." 1d.

In Y niguez, the Arizona Attorney General persuaded the
district court that he should not be a party to the litigation.
The district court dismissed the Attorney Genera before rul-
ing on the merits. The Attorney Genera disagreed with the
decision on the merits, however, and sought to be reinstated
as aparty so he could appeal the decision. We concluded that
judicial estoppel prevented the Attorney General from under-
taking such a"reversal in position.”

Gemplus argued before the district court that it was in priv-
ity to a party to the Agency Agreement; that it was athird-
party beneficiary to the Agency Agreement; and that it was
not a party to the Agency Agreement. After itsfailed attempt
to invoke the Agency Agreement's arbitration clause, how-
ever, Gemplus did not argue that Gemplus USA executed the
Agency Agreement as Gemplus's agent. To the contrary, in
its Amended Answer, Gemplus admitted that the Agency
Agreement "was entered into between Gemplus Card Interna-
tiona Corp. ("Gemplus USA™) and Humetrix. " Astria
neared, Gemplus assured the district court that"Gemplus
France does not contend, nor will it that the Agency Agree-
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ment is an agreement between Gemplus France and Humetrix
as opposed to an agreement with Gemplus USA." (Emphasis
inoriginal).

Gemplus asks us to condone precisaly the sort of reversa

in position that we condemned in Y niguez. After arguing at
tria that it was not a party to the Agency Agreement, Gem-
plus now seeks to reverse its position because it is dissatisfied
with the jury's verdict. The doctrine of judicial estoppel pre-
vents such a change in position.

B

Gemplus asserts that because Humetrix invoked equitable
estoppel to bar Gemplus from raising the statute of frauds as
adefense to Humetrix's breach of contract claims, the district
court was required as a matter of law to limit damages on
those claims "the amount expended in reliance on the unen-
forceable promise. .. not. .. the profits[it ] hoped to obtain
asaresult." Wereview de novo the district court's determina-
tion that as a matter of law Humetrix's invocation of equitable
estoppel did not prevent it from recovering lost profits. See
United Statesv. Sims (In re Feller), 218 F.3d 948, 951 (9th
Cir. 2000). Thedistrict court properly determined that
Humetrix is not barred from recovering lost profits merely
because it invoked equitable estoppel.

Gemplus's argument conflates promissory estoppel with
equitable estoppel. As we have observed, however, promis-
sory estoppel and equitable estoppel are distinct concepts with
distinct uses and effects. See Jablon v. United States, 657 F.2d
1064, 1068 (9th Cir. 1981). "[P]romissory estoppel is used to
create a cause of action, whereas equitable estoppel is used to
bar a party from raising a defense or objection it otherwise
would have. . .. Promissory estoppel isasword, and equita-
ble estoppel isashield.” Id. Humetrix used equitable estoppel
to bar Gemplus from raising the statute of frauds as a defense
to Humetrix's claims for breach of the Sales Agreement and
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the Partnership Agreement. See Housley v. Haywood (Estate
of Houdey), 65 Cal. Rptr. 2d 628, 638 (Ct. App. 1997)
("[E]quitable estoppel may apply to avoid the statute] | of
fraud[s] and to make an oral agreement enforceable. .. .").

That Humetrix used equitable estoppel to defeat Gem-

pluss statute of frauds defense has no bearing on the damages
Humetrix may recover. The kind of damages a party may
recover is determined by the kind of claim it brings and by the
evidence it adduces. Humetrix's claims against Gemplus are
for breach of contract. That was the theory under which
Humetrix brought suit, and the theory under which the jury
found Gemplus liable and awarded damages to Humetrix.
Accordingly, Humetrix may recover damages appropriate to
abreach of contract claim.

Under Californialaw, a plaintiff that prevailson a

breach of contract claim "should receive as nearly as possible
the equivalent of the benefits of performance,” meaning the
plaintiff should be put "in as good a position as he would have
been had performance been rendered as promised.” Brandon
& Tibbsv. George Kevorkian Accountancy Corp., 277 Cal.
Rptr. 40, 47 (Ct. App. 1990). This may include lost profitsif
the plaintiff can prove that the defendant's failure to perform
caused the plaintiff to lose profits. Seeid. at 48-49.

C

Gemplus contends that the district court erred by admitting
Humetrix's damages experts testimony regarding lost profits.
Gemplus claims that the testimony was speculative and was
unsupported by the evidence. District courts, in their capacity
as evidentiary gatekeepers, have broad discretion in deciding
what evidence isrelevant, reliable, and helpful to the trier of
fact. Desrosiersv. Flight Int'l of FloridaInc. , 156 F.3d 952,
961 (9th Cir. 1998); Shorev. Mohave, Arizona, 644 F.2d
1320, 1322 (9th Cir. 1981). Wereview for abuse of discretion
the district court's decision to admit expert testimony. United
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States v. Hankey, 203 F.3d 1160, 1167 (9th Cir.), cert. denied,
530 U.S. 1268 (2000).

Both we and California state courts have recognized

that lost profits are "necessarily an estimate, " Portland 76
Auto/Truck Plaza, Inc. v. Union Qil Co., 153 F.3d 938, 947
(9th Cir. 1998), cert. denied, 526 U.S. 1064 (1999), and that
their "amount cannot be shown with mathematical precision.”
Bergev. Int'l Harvester Co., 190 Cal. Rptr. 815, 822 (Ct.
App. 1983). We uphold awards of lost profit damages so long
asthey are supported by substantial evidence. See Transgo,
Inc. v. Ajac Transmission Parts Corp., 768 F.2d 1001, 1024
(9th Cir. 1985); Heiner v. Kmart Corp., 100 Cal. Rptr. 2d 854,
863 (Ct. App. 2000).

Humetrix's request for lost profit damages is supported by
the testimony of two experts. The experts based their testi-
mony on contracts Humetrix had closed, pilot projects for
which Humetrix had recelved commitments, and contractsin
negotiation at the time of breach; Humetrix's partnership with
Gemplus, the world's leading manufacturer of Smart Cards,
Gemplus's success in foreign markets; Dr. Experton's con-
tacts with government health care officials;, and market fore-
casts, including Gemplus's own. Their testimony is borne out
by Gemplus's own contemporaneous observations that"the
real market boom is still ahead of us,” and that"the U.S. rep-
resents an extraordinary market for our technology in the
health care and socia services area.” Humetrix's request for
lost profits was supported by substantial evidence.

To the extent Gemplus sought to challenge the correctness

of Humetrix's experts testimony, its recourse is not exclusion
of the testimony, but, rather, refutation of it by cross-
examination and by the testimony of its own expert witnesses.
Gemplus availed itself of both of these opportunities. Gem-
plus cross-examined Humetrix's experts and presented its
own expert.
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[5] Authority to determine the victor in such a "battle of
expert witnesses' is properly reposed in the jury. Wyler Sum-
mit P'ship v. Turner Broad. Sys., Inc., 235 F.3d 1184, 1192
(9th Cir. 2000) ("Weighing the credibility of conflicting
expert witness testimony is the province of thejury."). Asone
California court of appeal observed:

As to the reasonableness of the assumptions underly-
ing the experts lost profit analysis, criticisms of an
expert's method of calculation [are] a matter for the
jury's consideration in weighing that evidence. It is
for the trier of fact to accept or reject this evidence,
and this evidence not being inherently improbable
provides a substantial basis for thetrial court's
award of lost profits.

Arntz Contracting Co. v. St. Paul Fire & Marine Ins. Co., 54
Cal. Rptr. 2d 888, 903 (Ct. App. 1996) (internal quotations
and citations omitted); see also Flavor Dry, Inc. v. Lines (In
re James E. O'Connell Co., Inc.), 799 F.2d 1258, 1261-62
(9th Cir. 1986) (applying Californialaw) (declining to over-
turn lost profit award based on expert testimony supported by
financial statements, data pertaining to similar businesses, and
market forecasts). Humetrix's experts based their testimony
on substantial evidence. The district court did not abuse its
discretion by alowing the jury to weigh the conflicting testi-
mony of the parties’ experts regarding lost profit damages.

Gemplus aso argues that lost profit damages are inappro-
priate for a"new business' because, without a record of past
performance as a standard, future profits are necessarily spec-
ulative. In light of the "new businessrule,” Gemplus argues,
the district court abused its discretion by allowing the jury
even to consider Humetrix's future profits in determining its
damages.

The new business rule is more empirical than normative,
however. Asan empirical matter, new businesses often cannot
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offer reliable proof of prospective profits. As anormative
matter, if a business can offer reliable proof of profits, there
IS no reason to deprive it of the profitsit would have garnered
had the contract been performed merely becauseit is'new."
Asone Cdifornia court put it: "[T]he [new business| ruleis
not a hard and fast one and loss of prospective profits may
nevertheless be recovered if the evidence shows with reason-
able certainty both their occurrence and the extent thereof."
Gerwin v. Southeastern California Assn of Seventh Day
Adventists, 92 Cal. Rptr. 111, 119 (Cal. Ct. App. 1971).

Moreover, Humetrix was not exactly a new business. When

it contracted with Gemplus it had been offering health care
consulting and information systems servicesto the California
and national markets for ten years. See Maggio, Inc. v. United
Farm Workers, 278 Cal. Rptr. 250, 264 (Ct. App. 1991)
("Cases applying the "new business rule' generaly involve
busi nesses which have been in operation only a very short
period of time."). Indeed, the experience, the contacts, and the
dynamism of its principal, Dr. Experton, led Dr. Lassusto
observe that Humetrix was uniquely capable of successfully
marketing Smart Card technology in the United States.

Humetrix's experts were also able to draw on Gem-

plus's own experience introducing Smart Card technology
into previously untapped markets. Humetrix's profits were, in
a sense, dependent on and derivative of Gemplus's profits so
that if one could be determined reliably, the other followed as
amatter of course. Under these circumstances, the profits
Humetrix could expect to garner from its contracts with Gem-
plus were not so speculative that the district court abused its
discretion by alowing the jury to hear evidence regarding
profits.

D

Gemplus argues that the district court abused its discretion
by excluding evidence that Humetrix identified another sup-
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plier of Smart Cards but was still unable to sell its product.
"A trial court has great latitude in the admissibility of evi-
dence. Decisions whether evidence is relevant and whether its
probative value outweighs unfair prejudice to [a party] are
committed to the court's sound discretion.” United States v.
Gilley, 836 F.2d 1206, 1213 (9th Cir. 1988) (citations omit-
ted).

Other than its own unsubstantiated allegations, Gemplus
offered no evidence that Humetrix contracted, or could have
contracted, with a replacement supplier. The district court did
not abuse its discretion by excluding Gemplus's unsubstan-
tiated alegations.

E

Gemplus argues, finaly, that the district erred by enter-

ing the jury's $15 million award of damages, an award Gem-
plus claims could only be the result of passion, confusion, or
wild speculation by the jury. Our rolein reviewing ajury
award entered under Californialaw islimited:

[A]s areviewing court, we view the evidence
through a different lens than does the trier of fact.
The judgment comes to us cloaked with the pre-
sumption that it is correct. In assessing aclaim that
the jury's award of damagesis excessive, we do not
reassess the credibility of witnesses or reweigh the
evidence. To the contrary, we consider the evidence
in the light most favorable to the judgment, accept-
ing every reasonable inference and resolving all con-
flictsinitsfavor. We may interfere with an award of
damage only when it is so large that it shocks the
conscience and suggests passion, prejudice or cor-
ruption on the part of the jury.

Westphal v. Wal-Mart Stores, Inc., 81 Cal. Rptr. 2d 46, 48
(Ct. App. 1998).
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[8] Humetrix and Gemplus were poised at the inception of

a promising business opportunity--to provide a technological
breakthrough in personal health care documentation to gov-
ernment and private health care entities around the country.
Gemplus's similar foreign endeavors had been very profit-
able. Gemplus was confident that its campaign in the United
States would be equally profitable. Under these circum-
stances, the jury's determination that Humetrix could have
earned $15 million in net profits over the ensuing five years
does not shock the conscience or suggest passion, prejudice,
or corruption. The district court did not abuse its discretion by
entering the jury's verdict on damages as the proper judg-
ment.

F
1

Inovaction contends that Humetrix's trademark application
could not properly have received afiling date (establishing its
priority over Inovaction's subsequently filed application)
because the application did not conform to the Lanham Act.
We "review de novo the district court's legal analysis and
interpretation of the Lanham Act." Rolex Watch, U.SA., Inc.
v. Michel Co., 179 F.3d 704, 710 (9th Cir. 1999).

We note at the outset that the Lanham Act, the law govern-
ing registration of trademarks, has changed during the pen-
dency of Humetrix and Inovaction's dispute. When Humetrix
filed its application on June 14, 1995, the governing statute
provided that a person who intended to use atrademark in
commerce could request registration of that mark by submit-
ting to the Patent & Trademark Office ("PTQO") awritten
application, "including" a prescribed statement, along with a
filing fee. See 15 U.S.C. § 1051(b)(1)(A) (1994). The PTO
would accord the submission afiling date, establishing its pri-
ority over al subsequently filed applications, if it included
information regarding the applicant, a drawing of the mark, a
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list of the goods and services in connection with which the
mark was to be used, and a verified declaration that neither
the mark nor one similar enough to cause confusion in the
marketplace was currently in use. See 37 C.F.R. 8§ 2.21 &
2.33(b) (1989).

In 1996, however, the PTO suspended proceedings regard-
ing Humetrix's application after Humetrix filed suit in federal
court requesting, among other things, declaratory relief that it
was entitled to use the Vaccicard mark in commerce. See 37
C.F.R. 82117 (a) ("Whenever . . . aparty or partiesto a
pending [trademark registration dispute] are engaged in acivil
action . . . which may have a bearing on the case, proceedings
... may be suspended until termination of the civil action
....."). PTO proceedings regarding Humetrix's application to
register the Vaccicard mark have remained pending during
this lawsuit.

On October 30, 1998, Congress enacted sweeping
amendments to the trademark registration procedures set forth
in the Lanham Act. See Pub. L. No. 105-330, 112 Stat. 3069
(1998). The amended statute no longer requires an application
for registration to include a verified statement; rather, it
requires submission of an application and a verified statement
as separate requirements to registration. See 15 U.S.C.

§ 1051(b)(1)-(3) (2000). The implementing regulations were
amended to reflect this change in § 1051(b). The PTO now
requires would-be registrants to submit only an application,
not averified statement, in order to receive afiling date. See
37 C.F.R. § 2.21 (2000).

Congress expressly stated that the amended applica

tion procedures were to apply to "any application for registra-
tion of atrademark pending on, or filed on or after, the
effective date of thisAct." Pub. L. No. 105-330,8 109(b), 112
Stat. 3069 (1998); cf. § 201(b) (providing that the amend-
ments made in 8 201(a) "shall apply only to any civil action
filed or proceeding before the United States Patent and Trade-
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mark Office commenced on or after such date relating to the
registration of amark."). When the amendments became
effective on October 30, 1999, Humetrix's application was
still pending before the PTO.

In general, our jurisprudence harbors an aversion to retro-
activity, grounded in "[€]lementary considerations of fair-
ness." Landgraf v. US| Film Prods., 511 U.S. 244, 265
(1994). Accordingly, a"presumption against retroactive legis-
lation™ prevails, id., absent a"clear indication from Congress
that it intend[s]" that new legidation apply retroactively. INS
v. S Cyr, u.s , 121 S, Ct. 2271, 2288 (2001). If
Congress does express such an intent, it is "beyond dispute
that, within constitutional limits, Congress has the power to
enact laws with retrospective effect.” I1d. The Supreme Court
has recognized that certain classes of "[r]etroactivity provi-
sions often serve entirely benign and legitimate purposes.”
Landgraf, 511 U.S. at 267-68. Provisions that effect "changes
in procedura rules," such as the amendments to the trademark
registration provisions here at issue, constitute one such class
of retroactive provisions. Id. at 275; see dso FDIC v. Craft,
157 F.3d 697, 703 (9th Cir. 1998) (noting previous holding
that a"statute of limitations provision, as procedural rather
than substantive, applied retroactively"); Nebraska, Ex Rel.,
Dep't of Soc. Servs. v. Bentson, 146 F.3d 676, 678 (1998)
(noting that removal statute "regulates jurisdiction and proce-
dure" and therefore may be applied "to cases pending at the
time of its enactment").

Where, as here, Congress makes clear itsintent to

apply an amendment of a procedural provision retroactively,
courts must honor and effectuate that intention. We must
determine, then, as Congress has directed, whether
Humetrix's application is entitled to afiling date under the
procedural requirements of the amended statute and imple-
menting regulations.

We conclude that Humetrix's submission, which con-
tains information regarding the applicant, a drawing of the
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mark, alist of the goods and servicesin connection with
which the mark isto be used, and afiling fee, meets those
requirements. See 37 C.F.R. § 2.21(a) (2000). Accordingly,
we affirm the jury's decision that Humetrix's June 14, 1995,
application entitled it to afiling date and to priority over all
subsequently filed applications for registration.

2

Inovaction argues, in the alternative, that the evidence
presented to the jury was insufficient to support a verdict that
Humetrix filed a prior trademark application. We hav e con-
sistently held that to preserve the ability to challenge the suffi-
ciency of the evidence on appeal, a party must move for
judgment as a matter of law under Federal Rule of Civil Pro-
cedure 50(a) at the close of all evidence and renew its motion
or move for judgment notwithstanding the verdict or for a

new trial under Rule 50(b) after the jury has returned a ver-
dict. See Desrosiersv. Flight Int'l of Floridalnc., 156 F.3d
952, 956-57 (9th Cir. 1998). Inovaction did neither.

Inovaction did not move for judgment as a matter of law at
the close of evidence. Part way through defendants presenta-
tion of their own case, the following exchange occurred:

Mr. Devereaux: | just wanted to confirm that the
Rule 50 motions the court will hear after the case has
been submitted.

The Court: | will hear the Rule 50 motions after the
case. It's been preserved.

Mr. Deutsch [Counsel for Inovaction]: And
renewed?

The Court: And renewed.

Asking if one will have the opportunity to make a motion and
making a motion are two different things, however. Rule

14197



50(a) requires that a motion for judgment as a matter of law
"gpecify the judgment sought and the law and the facts on
which the moving party is entitled to judgment.” Fed. R. Civ.
P. 50(a). Moreover, we construe strictly the requirement that
a Rule 50(a) motion be made at the close of evidence. See
Patel v. Penman, 103 F.3d 868, 878 (9th Cir. 1996); Johnson
v. Armored Transp. of California, Inc., 813 F.2d 1041, 1042
(9th Cir. 1987). Inovaction failed properly to move for judg-
ment as a matter of law at the close of evidence.

Inovaction also failed to renew its motion or to move for
judgment notwithstanding the verdict or for aretrial. Unlike
Gemplus and Guigtini, Inovaction did not file a Rule 50(b)
motion after the jury returned its verdict.

Inovaction attempts to overcome its Rule 50 inadequa-
cies by relying on Reevesv. Teuscher, 881 F.2d 1495 (9th Cir.
1989). In Reeves, the Court held:

Although courts construe strictly the requirement

that amotion be made after a case-in-chief, they are
generally more liberal about what sufficesas a
motion for adirected verdict after the close of al the
evidence. Fed. R. Civ. P. 50(b) may be satisfied by
an ambiguous or inartfully made motion for a
directed verdict or by an objection to an instruction
for insufficient evidence to submit an issue to the

jury.

Id. at 1498 (citations omitted). Unlike the party in Reeves,
however, Inovaction never made a Rule 50 motion. Even if
the utterance "and renewed" were sufficient to satisfy Rule
50(a), and it is not, Inovaction failed to follow it up with any-
thing that might be construed as a motion under Rule 50(b).
Inovaction's reliance on Reeves is misplaced. The record con-
tains no evidence that Inovaction's counsel made a Rule 50
motion, even ambiguoudly or inartfully. Accordingly, Inovac-
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tion waived itsright to challenge on appeal the sufficiency of
the evidence and the jury's verdict must be affirmed.

For the foregoing reasons, the judgment of the district court
is

AFFIRMED.

14199



